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AMENDMENT UNDER 37 C.F.R. §1.111 Attorney Docket No.: Q76934 

U.S. Application No.: 10/682,429 

REMARKS 

I. Formal Matters 

Claims 1-33 are pending in the application. The amendments to claims 21 and 22 do not 
narrow the literal scope of the claims and thus do not implicate an estoppel in the application of 
the doctrine of equivalents. By this Amendment, Applicant also add claims 23-33. Ample 
support for claims 23-33 can be found throughout the specification, and the newly added claims 
contain no new matter. 

Applicant thanks the Examiner for initialing the information disclosure statement (IDS) 
submitted on August 21, 2006. Additionally, Applicant respectfully request that the Examiner 
indicate whether the drawings filed with the application on October 10, 2003 have been 
accepted. 

II. Detailed Action 

A. Rejection Under 35 U.S.C. § 101 

The Examiner has rejected claims 1-13, 21 and 22 under 35 U.S.C. § 101 as allegedly 
being directed to non-statutory subject matter. Specifically, with regard to claims 1 and 7, the 
Examiner alleges that claims 1 and 7 do not present a practical application by physical 
transformation or production of a useful, concrete and tangible result. Applicant respectfully 
disagrees. 

First, with regard to independent claim 1 , claim 1 produces a useful result, as it provides 
for a "method of generating a font." Second, practicing the invention of claim 1 according to the 
specification will produce a concrete result. A concrete result is defined in the United States 
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Patent and Trademark Office (USPTO) Interim Guidelines as a "result that can be substantially 
repeatable or the process must substantially produce the same result again." Applicant 
respectfully asserts that the invention of claim 1 produces a substantially repeatable result, as the 
shape of a character is transformed "according to the set degree of font transformation." 

Last, the method of claim 1 produces a tangible result. According to the USPTO 
Guidelines, the "[t]he tangible requirement does not necessarily mean that a claim must either be 
tied to a particular machine or apparatus or must operate to change articles or materials to a 
different state or thing. However, the tangible requirement does require that the claim must 
recite more than a Sec. 101 judicial exception, in that the process claim must set forth a practical 
application of that Sec. 101 judicial exception to produce a real-world result ." (See also, State 
Street Bank & Trust Co. v. Signature Financial Group Inc., 149 F.3d 1368, 1373-74 (Fed. Cir. 
1998) ("the transformation of data, representing discrete dollar amounts, by a machine through a 
series of mathematical calculations into a final share price, constitutes a practical application of a 
mathematical algorithm, formula, or calculation, because it produces 4 a useful, concrete and 
tangible result' - a final share price momentarily fixed for recording and reporting purposes 
and even accepted and relied upon by regulatory authorities and in subsequent trades."). 

Applicant believes that claim 1 meets this requirement. For example, claim 1 recites "a 
method of generating a font," including " transforming the font for the character" and 
" outputting the result of the font transformation. Thus, the transformed character is output, and 
as such, is fixed for reporting purposes. For the above reasons, Applicant believes that claim 1 
meets the statutory requirement of 35 U.S. C. §101. 
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With regard to dependent claims 2-6, claims 2-6 depend from independent claim 1 and 
are thus patentable at least by virtue of their dependency on claim 1. With regard to independent 
claim 7, Applicant asserts that claim 7 meets the statutory requirements of 35 U.S.C. § 101 for 
reasons analogous to those recited with respect to claim 1 above. Further, we propose to argue 
that dependent claims 8-13 are patentable at least by virtue of their dependency on claim 7. 

With regard to independent claims 21 and 22, Applicant editorially amends claims 21 and 
22 so as to clarify the relationship between the computer-readable medium and the computer 
program. 

B. Rejection Under 35 U.S.C. § 103 

The Examiner has rejected claims 1-7, 9-17 and 19-22 under 35 U.S.C. § 103(a) as 
allegedly being unpatentable over Watanabe et al. (U.S. Patent No. 5,959,635). With regard to 
independent claim 1, Applicant asserts that Watanabe does not teach, or even suggest, the 
invention claimed in independent claim 1. 

For example, Watanabe does not teach, or even suggest, at least "a plurality of feature 
points comprising the font data for the character ([wherein the font data is previously 
received]). . . wherein the moving of the set of transforming feature points moves the 
transforming feature points from their usual positions within the character , thereby 
transforming a shape of the character." as recited in claim 1 . 

Instead, Watanabe teaches a skeleton for each character stored as outline font data, 
wherein different typefaces of characters are generated from each characters skeleton. (See Col. 
3, 11. 36-38). However, Watanabe teaches transforming the characters by calculating the location 
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of control points and adding the control points according to a specific preset typeface. (Col. 3, 11. 
28-30 and col. 4, 11. 10-15, see also, Col. 7, 11. 33-35 (step 8)). Once the locations of the control 
points are calculated, the control points are adjusted according to a predetermined typeface. (See 
FIGS. 9 and 10). Thus, Watanabe teaches transforming the character using calculated control 
points , and not the received outline font data of each character. That is, Watanabe does not 
move the outline font data points from their usual position within the character . (See FIGS. 
9 and 10). 

In fact, Watanabe teaches away from transforming the character by moving the received 
outline font data. Specifically, Watanabe teaches that "[ulnlike the prior art in which the 
original outline data itself is transformed to have a shape which is quite different from a 
desired shape, the font data of high quality can be obtained even though complicated 
transformation is performed." Therefore, according to Watanabe, countless font data can be 
generated from one outline font data, so that even though the skeleton of the output character 
is the same , the typeface output character can be diversified." For at least the above reasons, 
Applicant asserts that claim 1 patentably distinguishes over the prior art. 

With regard to dependent claims 2-6, claims 2-6 depend from independent claim 1, 
Applicant asserts that claims 2-6 are patentable at least by virtue of their dependency on claim 1 . 

With regard to independent claim 7, Applicant asserts that claim 7 is patentable for at 
least the reasons analogous to those recited above with respect to claim 1. With regard to 
dependent claims 8-13, claims 8-13 depend from independent claim 7, and as such should be 
patentable at least by virtue of their dependency on claim 7. 
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With regard to independent claim 14, Applicant also asserts that claim 14 is patentable 
for at least the reasons analogous to those recited above with respect to claim 1 . With regard to 
dependent claims 15-17 and 19-20, claims 15-17 and 19-20 depend from independent claim 14, 
thus, Applicant asserts that claims 15-17 and 19-20 are patentable at least by virtue of their 
dependency on claim 14. 

With regard to independent claims 21 and 22, Applicant asserts that claims 21 and 22 are 
patentable for at least the reasons analogous to those provided above with respect to claim 1 . 

HI. Conclusion 

In view of the above, reconsideration and allowance of this application are now believed 
to be in order, and such actions are hereby solicited. If any points remain in issue which the 
Examiner feels may be best resolved through a personal or telephone interview, the Examiner is 
kindly requested to contact the undersigned at the telephone number listed below. 

The USPTO is directed and authorized to charge all required fees, except for the Issue 
Fee and the Publication Fee, to Deposit Account No. 19-4880. Please also credit any 
overpayments to said Deposit Account. 

Respectfully submitted, 

SUGHRUE MION, PLLC Peter A. McKenna 

Telephone: (202) 293-7060 Registration No. 38,55 1 

Facsimile: (202) 293-7860 

WASHINGTON OFFICE 

23373 

CUSTOMER NUMBER 

Date: March 29, 2007 
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